Europe introduces a new unified
patent protection.
What does this mean for your company?

“WELL PREPARED FOR THE LAUNCH OF THE UPC” AWARDED BY JUVE

Uniform patent protection
for Europe
The EU member states (excluding Spain,
Poland and Croatia) have decided to create
unified patent protection for Europe in
addition to national patent protection.
The new system comprises
–

a European patent with unitary effect,
the so-called Unitary Patent and

–

a Unified Patent Court / UPC.

The Unitary Patent will offer uniform
protection for inventors in 24 EU
member states.
There will be a special new procedural
law to allow the UPC to decide litigation
involving the new Unitary Patent (UP) and
the conventional European Patent (EP).
The Unitary Patent and the UPC will
probably be ready to go into operation
from the beginning of 2022.

member states EPC + EU + UP + UPC
member states EPC + EU
member states only EPC
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still possible:

European Patent (EP)

Until now:
the European Patent (EP)
still possible:
European Patent (EP)
1
Application to the European
Patent Office (EPO)

Whereas the traditional EP is applied
centrally at the European Patent Office
(EPO), it will become only a bundle of
national patents after grant, each with its
own fate. The contracting states have to be
individually designated, and each national
part can be transferred, enforced and declared invalid individually without effect for
the rights in the other designated states.

2
Designation of selected
contracting states

3
Result: national parts of
the EP in all the designated
states

National parts of the EP
in all the designated states
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new:

Unitary Patent (UP)

What’s new in the
Unitary Patent?
new:
Unitary Patent (UP)

1
Application to the European
Patent Office (EPO)

2
Application for unitary effect
+ optional designation of
further contracting states

3
Result: UP with effect in
the 24 UP states; national
parts of the EP in the other
designated states
UP with effect in the 24 UP states
national parts of the EP
in the other designated states

The Unitary Patent (UP) is an EP granted
by the European Patent Office (EPO) in
accordance with the rules of the European
Patent Convention (EPC), which
–

is granted with the same claims for
all the states participating in the
Unitary Patent, and

–

for which the proprietor has applied
for unitary effect.

The Unitary Patent has a unitary character:
It can only be granted, transferred, enforced
and declared invalid with effect for all the
participating member states.
Legal transactions relating to Unitary
Patents are subject to the law of the
member state in which the applicant has
its residence at the time of filing of the
application. If the applicant does not have
its residence or a branch establishment
in one of the participating member states,
the law at the seat of the EPO applies, i.e.
German law.
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What is the
Unified Patent Court (UPC)?
The UPC is a new court, with its own rules
of procedure, which include elements of
both the continental European and the
Anglo-Saxon legal traditions. It has jurisdiction for litigation concerning Unitary
Patents, and also for existing and newly
granted European Patents.
The proprietor of a European Patent can
rule out the exclusive jurisdiction of the
UPC for a transitional period of seven years
by means of an “opt-out declaration”.
The decisions of the UPC are handed
down with effect for all the participating
(Unitary Patent) or designated (European
Patent) EU member states. At the UPC,
the same tribunal can decide both on the
infringement and on the validity of a
patent.

Depending on the individual case,
infringement and validity may, however,
also be decided in separate cases (known
as bifurcation).
The trial files are available online and are
hence freely accessible to the public. The
UPC will decide, on application, whether
individual documents should be treated
as confidential.
The UPC comprises a Court of First Instance
and a Court of Appeal.
The nationalities of the judges of all the
tribunals are mixed. This means that
the German local divisions each consist
of two German and one foreign judge.
Upon request by the parties or if an
invalidity suit is to be heard, the divisions
may be supplemented by a technically
qualified judge.
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The UPC –
structure, staffing and instances
–

The Court of First Instance consists of a
central division with its seat in Paris and
Munich, and local divisions (and possibly
regional divisions) in the member states.

–

In Germany, there will be four local divisions,
which will be situated at the locations in
Düsseldorf, Mannheim, Munich and Hamburg,
which are already well-known internationally
for patent litigation; Germany is thus – as befits
its well-established outstanding role in patent
law – the country with by far the greatest
capacity for UPC cases.

–

Proceedings before the German local divisions
can be conducted in German or – with the
consent of the court – in the language of the
patent in suit.

–

The Court of Appeal will have its seat in
Luxembourg.

–

It is provided that the UPC may request the
Court of Justice of the European Union, CJEU,
to give a ruling on the interpretation of EU law.

CO U RT

OF

APPEAL

CO U RT

OF

FI RST

Central division
Paris and Munich

legally
qualified judge

Luxembourg

I NSTANCE

Local divisions
one or more in each of the
larger member states

technically
qualified judge
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What does this mean
for your company?
In future, patent law will no longer be governed
solely by national rules and the EPC, but also
by provisions of European and international law.
Because of the intertwining of different legal
systems and additional options for action, patenting
practice will become more complex. Patent applica
tion strategies should be orientated more precisely
than in the past to the later enforcement and
defence of the industrial property rights and ought
to take into account, inter alia, the following aspects:

–

A Unitary Patent offers uniform
protection in all the participating
member states.

–

This means that a Unitary Patent can
also be declared invalid at one stroke,
with effect for all member state.

–

It is possible to obtain enforceable
injunctions enjoining infringers to
cease and desist from infringing
a Unitary Patent with effect for all
the member states in only one single
court procedure.

–

Savings in the costs of the patent
grant have to be balanced against the
costs of enforcing patents in the UPC
procedure.

–

As an alternative, the Global Patent
Prosecution Highway (PPH), in which
the German Patent and Trade Mark
Office (DPMA) also participates, offers
the possibility of obtaining national
patents in a number of states quickly
and inexpensively.

–

Proprietors of European Patents which
have already been granted should
consider whether they wish to make
an opt-out declaration in order to
remove their patent from the juris
diction of the UPC.
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Why
rospatt osten pross?
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With offices in Düsseldorf and Mannheim,
rospatt osten pross is located not only
geographically at the heart of the new
European patent system.
The powerful and experienced team at
rospatt osten pross is also well-equipped,
in terms of both technical competence and
staff, to represent your company in legal
disputes before the UPC.
rospatt osten pross has been active in the
field of technical intellectual property
rights for more than 70 years and is thus
one of the most experienced law firms in
Europe for patent law. During that time,
the law firm has litigated many important
precedent cases and has thus had a decisive inﬂuence on German and European
patent practice. We shall continue this
tradition before the UPC.

Our well-established contacts with the
best IP attorneys in Germany and abroad
have always ensured our independence
and ﬂexibility in assembling the best
teams for the litigation. We develop
perfect trial strategies on a national and
international level. In autumn 2015,
rospatt osten pross received the prestigious
JUVE Award as “Law firm of the year for
patent law”.
law firm of the year
for patent law
“well prepared for the
launch of the upc”
rospatt osten pross looks forward to
advising you on the Unitary Patent and
the Unified Patent Court.

A
Court of
Appeal
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What can we
do for you?

Düsseldorf Office
Emanuel-Leutze-Str. 11
D-40547 Düsseldorf
Telephone +49 211 5772450
Fax +49 211 57724555
mail@rospatt.de
Mannheim Office
Besselstr. 25
D-68219 Mannheim
Telephone +49 621 8455375
Fax +49 621 8455376

Representation
before the UPC

Application strategies

Strategies for
enforcing rights

Licensing
transfer of
Unitary Patents

Enforcement
of decisions of the
UPC

Defence strategies
in infringement cases

Opt-out
strategies

Defence strategies
in invalidity cases

Protection of con
fidential information
before the UPC

www.rospatt.de
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